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Thus is a response to a September 29, 1999 Petition Under 37 CFR 
I'll 2 ' f eque ^ t:Ln ? relief from the current requirements for 
information Disclosure Statements under 37 CFR 1.98 in view of 

Jo file multiple applications relating to different 
« P ?S« JLl 3 P artl = ular invention. The petition will be treated 
as two separate petitions: a first petition under 37 CFR 1 182 
relating to submission of an electronic search tool and the need 

uSder°3? C CFR r fS? tary inf ^ at ^, therein, and a second petition 
under 37 CFR 1.183, requesting relief from the § 1.93 provision 

«i5\S 0qUXEeS f iUng Paper C ° pieS ° f "fences being ci£5 i£ 
each of many related applications. y 

L^?oh S j: 0n 1 0n -??\ petlt:i0n under 37 CFR 1 - 182 the electronic 
search tool will be issued m due course. c 

The petition under 37 CFR 1.133 re the submission of 3 paper 

SS^St^t 1 ^^*^*, 111 a h ° lding a PP lic *tion is GraSeTto 
tne extent set forth below. 

The Decision is set forth in five parts: 
Part I. Background 

Part II. Petition Under 37 CFR 1.182 

Search Tool 
Part in. Petition Under 37 CFR 1.183 
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Part IV. Summary 

Part V. Further Correspondence 

Part 1. Background 

The instant national stage application filed under 35 U.S.C. 371 
currently contains claims 77-153 with three independent * claims. 
The instant application is one of about 200 U.S. applications 
(either filed or to be filed) with each U.S. application having 
as many as 40 corresponding foreign applications (either filed or 
to be filed) , the applications relating to different aspects of 
the invention. An Information Disclosure Citation List has been 
submitted that lists 259 U.S. patents, 369 foreign patent 
documents, and 43 other references for a total of 671 citations. 
Additionally, a list of related cases has been supplied 
containing 31 U.S. applications and 52 PCT applications. Paper 
copies have not been supplied in the related applications of any 
of the citations or the identified related cases. 

37 CFR 1.56(b) (1) requires disclosure to the Office of 
information that "establishes, by itself or in combination with 
other information, a prima facie case of unpatentability of a 
claim..,." Such disclosure can be made by an Information 
Disclosure Statement (IDS) in the manner prescribed by 37 CFR 
1.97 and 1.98. 37 CFR 1.56(a). 

Petitioner asks "[wjhether the information cited in the manner 
proposed in [petition] Section 3.1.1 ... is a disclosure that is 
sufficient to meet the requirements of 37 CFR § 1.56." To the 
extent that this question refers to the content of the .disclosure 
and the particulars of the subject applications, the Office will 
not answer the question. It is Office practice not to attempt to 
define how an individual "ensures" compliance with the rule in a 
particular application. See, e.g ., MPEP 2004. Because 
determinations on this issue require an evaluation of the intent 
of the party involved, the Office declines to investigate the 
question. £££ MPEP 2010. To the extent that Petitioner's 
question concerns the form in which the disclosure is provided, 
rule 56 permits a disclosure in a combination of paper and 
electronic formats. 

Petitioner, in addition to meeting the duty set forth in 37 CFR 
1,56 to disclose material information, also wishes to disclose to 
the Office information that may not meet the definition of 
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materiality as set forth in the rule 1 . Information identified bv 
U.S. or foreign examiners in any of the related U.S. and foreign 
applications would be cited in each of the related U.S. 
applications. 2 in addition, Petitioner seeks to submit "other 
information in each of the related U.S. applications, such as all 
the co-pending U.S. applications that relate to the invention 
(useful for determining possible double patenting rejections), 
and foreign search reports. Petition, page 4. 

Rather than be required to submit, via a paper copy, each piece 
of informatxon in each application each time the information is 
obtained, Petitioner seeks to have: 

(1) (a) one application (the instant application) identified 
as a vx holding" application which would contain a complete 
set of paper copies of references; the paper copies to be 
submitted in only the "holding" application; 

(b) the other related pending U.S. applications, hereafter 
referred to as the bulk filing applications, will not 
contain the paper set of reference copies but will contain 
other information, e.g., a copy of the decision on petition 3 
permitting such procedure and a copy of the Form 1449 (or 
equivalent); 4 and 

(2) an * electronic search tool" 5 containing different types 
of information. 

The information supplied via the paper copies would be updated 
monthly, rather than as received from U.S. and foreign -examiners, 
and cancellation of this arrangement would be an option for both 



Reference to MPEP 2001.05, Petition, page 3. 

'Petition, page 3. The present petition requesting relief 
does not set forth any commitment nor intent bv applicant to 
screen such information for relevancy to each of the U.S. 
applications in which the information is being cited. 

3 The original of which would be m the instant holding 
application. 

Petition under 37 CFR 1.182, Infra. 
5 See. Petition under 37 CFR 1.133, infra. -■ * 
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fSi?i?S er thS ° ffiCe Up ° n not ice. These, and other more 

Petitioner has essentially requested relief in two areas- m 
treatment of information in an electronic search tool, to be 
submitted independent of any particular application, as in 
2J? ?° e With IDS subltlission requirements for all bulk filing 

X&^iSJ; (2) t^ S a 5 ilit: ^ t0 Pr ° Vide the W er copies of 

each reference m an IDS submission in only one of the bulk 

filing applications (the instant holding application) as well as 

?n .ISS* ? f StS ° f C ° pieS rather than as is ^rmally required 
in each application for which the reference (IDS citation) is to 

o?h^ n f ide 5 ed - These two areas of relief are independent of each 
other and drawn toward different regulations. Accordingly, the 
petition has been treated as two petitions, and the present 
decision addresses the two areas of requested relief separately 
While it is undeniable that relief in both areas would be of 
not 5 11 £ Petitioner, the granting of relief in one area does 
not, m fact, require the granting of relief in the other. 

^of?fr r '-,^ I iSW ° f the need to further consider the requested 
relief related to the electronic search tool, deciding the 

aran?^5 i-£! lief iSS Y eS se P arat fly Permits at this time a partial 
grant of the original petition. 6 

Part II. P^titjnn under 37 CFR 1,137- Bi., r , on j P . s »«r,-h r^i 

The issues involving the electronic search tool are more 

IT ^ a 2.? hose relati ng to the requirement for paper copies 

m each bulk filing application and more time is needed to fullv 

rri d 2 r s ^ d i add rr the p^ss v*ir fully 

tvsl' ■ \ X i not be decided at this time and is not treated in 
the instant decision on the § 1.183 petition although it will 
continue to be considered, with a decision rendered in due 



s It is recognized that petitioner believes the issues 

anocner as both the paper copy issue and the electronic search 
tool issue represent the most complete solution to duty 
disclosure issues under 37 CFR 1.56, Petition, fn! 5 ?l 
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Part TTT Petition flnriar 37 rFR 1.3 A3 - p ap «r r^ ^ ae 

The submitted petition fee of $130 will be treated as the S l 183 
petition fee. ^ A " 

37 CFR 1.99 requires that any information disclosure statement 
Pr S V1 ?f 5 C °? y ° f a11 P atents ' Publications or other information 
?S m ? l &d Under 37 CFR 1 ' 97 for consideration by the Office. 37 

1 - 97 notes that information disclosure statements are 
considered in regard to the application in which they are filed 
See also MPEP 609, page 600-102, right-hand column, and page 600- 
103, left-hand column. 

Paper copies; ,, Petitioner notes that the instant application is 
one of 200 bulk filing applications that will be or have been 
filed in regard to a particular technology. Accordingly 
Petitioner requests that individual , Pa p er of each 

reference, brought to. the attention of the Office in regard to 
any one individual application, not be required to be submitted 
m each such application. Rather, it is requested that three 
complete sets of paper copies be permitted to be filed: one set 
for the instant application which will be designated as a holding 
application; one set to be used to establish new subclasses for 
the technology; and one set to be used as a reference set should 
either or both of the other two sets become corrupted (Petition 
pages 6 and 7) , 7 ' 

Once past the initial IDS submission, it is proposed that 
applicant would update the IDS submissions once a month, rather 
than every time a new reference is found, although the -time 
frames required by § 1.97 would have to be complied with, ..which 
may mean that submissions may occur more frequently than once a 
montn. 

, Eorm 14 49 : In addition to submission of the three sets of paper 
copies m the instant "holding" application, the petition 

rS^r^a^-^ 11 ° f . the bullc filing applications would receive 
5 f? i listing the reference citations (Petition, page 7) 

h? n«5l/S rm 1449 Un SaCh ° f the bullc filin 9 ^Plications) would 
be updated, pursuant to the time retirements of § 1 97 each 
time the three sets of paper copies are updated. The petition is 



7 It would presumably up to the Technology Center to 

f™™ 1 ^ h ° W beSt to store the rsference s et and how ii*rs to be 

accessed . 
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silent as to whether other types of information that may be 
submitted in the holding application IDS, e.g., concise 
explanations of foreign language documents under § 1.98(a)(3) 
would also be supplied in all the bulk filing applications. ' 

Suspension of. action: In view of the use of the instant 
application as a holding application (to contain a complete set 
of paper copies of reference citations, which can be consulted by 
the examiner when examining any of the other bulk filing 
applications that have a Form 1449 but not the paper copies) , the 
petition states that upon allowance of the instant holding 
application the right is reserved to file a petition to suspend 
action in the instant application so that the application can 
remain as the holding application (Petition, page 7). 
Alternatively, upon agreement of the Assignee and a Director of 
the Technology Center involved, an alternate application may be 
designated as the holding application. 

New sul?c , 1 apses : The petition envisions an affirmative duty on the 
Technology Center to establish new subclasses that will include 
each of the references submitted during the course of prosecution 
of the bulk filing applications. 9 In addition, the Office is to 
agree that « [e] xaminers will be required to search these newly 
created subclasses" (from submissions by the Assignee and later 
by others) "as part of the routine patent prosecution process." 
Petition, page 8. 

Termination : Petitioner seeks a right of termination, 9 which is 
to be a mutual option. Termination is to be by written notice, 
to the attorney of record if the Office terminates and .the filing 
?onn t ® rmination request and by contacting the Director of* TC 
2800 if applicant terminates. Conventional IDS procedures "would 
begin three months after notice of termination 



9 The new subclasses will later be supplemented by references 
technology 7 ° " Wh ° ^ filS a PP lications related to the same 

_ 'Although termination is discussed under a section related 
to licensing of the electronic search tool and the petition 
generally (Petition, pages 10 and 11), it is presumed that 
Petitioner intends to have the termination provision apply* to the 
waiver of paper copies if that alone is granted - 
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?!L£f? X - 13 3 . Provides relief for extraordinary situations, when 
lilt* C * rec ^res suspension of any requirement of the regulations 
which is not a requirement of the statutes. The inatanr «o??i? 

SSffitSS 3^?^.^ *>. spared'tne'necSi?^^ 1011 

submitting duplicative paper copies of references in 200 

?5 P J iC 5? na l bUt alS ° the 0ffice would be *efit from not havincr 
to handle and store the duplicative sets of copies. While there 
may be some negative effects from the Office's point of view T 
terms of making the copies available to different examiners 
handling the various applications, 10 on balance, there is seen to 
be sufficient benefit to justify waiver in this instance. 

Accordingly, the petition under 37 CFR 1.183 is granted to the 
fSrt^bilSi 0 ?^** 1 UndSr tSrmS conditions as * re set 



i <. 5 Ven . though ^ ? the tech nology of the applications may be 
related, the specific claims of the applications may require 
™7?f e ?* salifications of the applications and the quantity of 

Ji£iw a oi° nS W °Si d dlc ? ate the need fo * more than one Examiner to 
timely examine the applications. 

"The waiver being granted in this instance is not intended 
to set a general precedent where there is more than one 
application containing related subject matter. The Office 
however, intends to use the instant grant to study whether' the 
opportunity for waiver can be extended to other applicants in 
similar circumstances, and whether a more general program can be 
w^T?- °? e . f ; ct ° r that be considered is Le^xtent to 

bS^f i S?^ ^formation (that may not be necessarily required 
by § 1.56(b) but which would nonetheless be useful to the 
examiner, e.g., § 156(a)(1) and (2)), is submitted rather than 
huge dumps of nonrelevant or marginally relevant information. 

*nHmsf=- iS n 2 ted th3t Wh±le the P etit i°n only refers to the 

citations that are made by both U.S. and foreign 
examiners the term "include" is used (Petition, page 2) which is 

SE^rf?" Th ? PStition * tates th *t it is the' indention to 
submit a copy of every reference identified both by U.S. 

tTT s n l*L Xn ^ 200 U ' 3 * a ?P lic *tions and by foreign examiners 
iSo a I c ? a ?L a ^ 4 ?-J° rreSPOnding fore ^ applications for each U.S. 
ShS cSr«? if? i° n ' Page , 3) " Xt has not been stated whether 
the current 671 reference citations currently of record represent 

whethe^ Citat t°S S made by U - S - and focei ^ eLminers-*rf 
whether they include citations from other sources, such a& a 
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I hS u § T i; 98 . (a) {2) requirement for (the submission of) a copy of 

?S J 1 * 5 * 1031 in a bulk fil ^g application will be waived in 
the bulk filing application provided that the followina 8 
conditions are complied with: 

^ 1) Three paper copies of each IDS citation are or have 
been submitted to the Office; 

2) The (bulk filing) application for which waiver of 

§ 1.98(a)(2) is desired refers to the instant holding 
application, such as by a claim of priority under 35 
U.S.C. 120, or as containing related technology; 

3) The information is or has also been cited in the 
holding application; 

Note: Applicant is not required to cite in each bulk 
filing application every item of information that is 
cited in the instant holding application. Items should 
be cited in each bulk filing application on the basis 
of relevancy and materiality to the particular claims 
in the bulk filing application and what each piece of 
information teaches. 

A waiver is not granted (for the requirement to supply 
a paper copy of an IDS citation in another bulk filing 



4) 
5) 



applicatxon) where the citation is not, or has not 
been, made in the instant holding application. 

A copy of this Decision is filed in the bulk -filina 
application; ^ 

Explanatory information related to a particular 
citation, such as the concise explanation of a foreign 
language reference under § 1.98(a)(2), once submitted 
m the holding application must be supplied in each 
bulk filing application where the citation is made. 

The Office accepts and specifically reserves the right 
to terminate the waiver grant in regard to § 1 98(a) (2) 
without provision of reasons. in such event, a two 
month period will be given where paper copies would 



preexamination search or third party citations. See als* ^ 
Petition, page 19. 
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have to be supplied in all applications where new 
citations are made. Should a termination of the waiver 
be desired by the Office, the Office will provide 
written notice to the correspondence address of record 
Termination by applicant may be by returning to 
compliance with § 1.98(a)(2) without formal notice 
thereof and no transition/continuing period after 
termination is required. 

7) The grant of the § 1.183 petition re § 1.98(a) (2) does 
IlffltL indicate that the Office would favorably treat a 
petition to suspend action under § 1.103(a) should the 
instant application, be allowed. Issuance of the 
instant application as a patent is not seen to 
terminate its usefulness either: (1) as a holding 
application for references by examiners working on 
other related applications, 12 or (2) as a vehicle for 
the storage of references to be cited even after the 
patent issues (35 U.S.C. 301, 37 CFR 1.501, and MPEP 
2202) . Should the instant application become 
abandoned, the issue of continued introduction of paper 
copies of new citations could be taken up at that time. 
The Office, however, may consider suspending or taking 
other appropriate action in the instant holding 
application in the event the holding application is 
allowed, if it is in the best interest of the Office to 
do so. 

3) The Office has established a series of Official Digests 
in Class 174 based on the technology represented by the 
instant invention (a classification schedule thereof is 
attached) . As is the case will all Digests, their 
usefulness will be continually evaluated. The Office 
will place the holding application's references in the 
Digests as they are determined to require such 
placement and as new ones are brought to the attention 
of the Office either by Petitioner or a third party. A 
search of the Digests themselves or what they contain 
(such as the holding' application or reference copy 
sets), either in paper copy or electronic form, will be 



The patent file can be kept in the Technology Center for 
easy reference, or rather than rely upon the patent, either the 
reference set of paper copies could be utilized, or the*5*fice 
may decide to rely on the Digests being created - » 
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conducted when mandatory based on the classification of 
the claims, or when deemed advisable - on a case bv 
case basis. 

Part. TV, Summary 

A Decision on the Petition under 37 CFR 1.182, drawn toward 
submission of the electronic search tool, will be acted upon in 
due course when all outstanding issues are resolved. 

The petition under 37 CFR 1.183 agreeing to supply three copies 
of each IDS citation in a holding application and requesting 
waiver of the paper copy requirement for submission in every 
related application under § 1.98(a) (2) is granted, however, the 
following is not agreed to: 

the grant of a future petition under 37 CFR 1.103 for 
suspension from publication of the holding application 
should it be allowed, 

the required search of subclasses from one of the three 
sets of paper copies and placement of one of the other 
sets of paper copies therein, and 

any termination provision more than two months (rather 
than the three months that the petition sets forth) 
from notice of termination. 

Part V. Further Corre spondent 

Further correspondence with respect to this matter should be 
addressed to Hiram H. Bernstein, Senior Legal Advisor, Special 
Program Law Office, as follows: 

By mail: Commissioner of Patents and Trademarks «. 
Box DAC 

Washington, D.C. 20231 

By FAX: (703) 308-6916 

Attn: Special Program Law Office 

By hand: Special Program Law Office 

Crystal Plaza Four, Suite 3C23 
2201 South Clark Place 
Arlington, VA 22202 

Telephone inquiries specific to this matter should be directed to 
Mr. Bernstein at (703) 305-9285. 
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The instant application will be retained bv thi« nw~- * 

KSfsf ™ fofS e to await «^3e y t o th iL°fS^ t £or a 



tobert 
DirectoJ 

Special 1 Program^ 



Offi 



ce 



the D<i 



for Patent Pol: 



Law Office 

puty Assistant Commissioner 
and Projects 
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Attachment: List of Digests 13-33 



Digest 13 
Digest 14 
Digest 15 
Digest 16 
Digest 17 
Digest 18 
Digest 19 
Digest 20 
Digest 21 
Digest 22 
Digest 23 
Digest 24 
Digest 25 
Digest 26 
Digest 27 
Digest 28 
Digest 29 
Digest 30 
Digest 31 
Digest 32 
Digest 33 



HIGH VOLTAGE CABLE (E.G., ABOVE 10KV, CORONA PREVENTION ETC ^ 
. Having a particular cable application (e.g., winding, etc.) ' ' 

. - In a power generation system (e.g., prime-mover dynamo, generator system etc^ 
. - In a motive power system (eg., electric motor control system, etc.) ' 
. . In an electric power conversion, regulation, or protection system 
. . In a power distribution network 
. . In a dynamo-electric machine 
. . . Stator 
. . . Rotor 

• - - Winding, per se 

- . In a circuit breaker, relay, or switch 

. . In an inductive device (e.g., reactor, electromagnet, etc) 

. . . Transformer 

. Having a plural-layer insulation system 
- . Including a semiconductive layer 
• . • Plural semiconductive layers 
. Having a semiconductive layer 

. Having insulation with a particular dimension or geometry 
. Having a shield or metallic layer 
- Having means for cooling 

. Method of cable manufacture, assembly, repair, or splicing 



